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Art Unit: 3763 

DETAILED ACTION 
Response to Amendment 

Examiner acknowledges the after final reply filed 2/21/2007, in which claims 9, 18 
and 20-26 were cancelled with claims 9 and 18 being written in to amend independent 
claims 1 and 13. 

Response to Arguments 

Applicant's arguments, see remarks, filed 2/21/2007, with respect to the 
rejection(s) of claim(s) 1-8, 10-17 and 19 under Twardowski et al. have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 

■ 

However, upon further consideration, a new ground(s) of rejection is made in view of 
Lotito et al. (7,090,654). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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Claims 1-3, 5, 7-8, 13-15 and 17 are rejected under 35 U.S.C 103(a) as being 
unpatentable over Lotito et al. (7,090,654). Lotito et al. discloses a catheter with 
occlusion resistant tip. 

Regarding claims 1-3, 5, 7-8, 13-15 and 17, Lotito et al. discloses a catheter (10) 
with an elongated body extending from a proximal end to a distal end adapted for 
insertion within a blood vessel (col 1 , In 20-25), having a first wall (22) and a second 
wall (26) that define at least one lumen with inlet and outlet ports (Figures 6-7 and 16- 
18) the first wall including at least one ridge (228) dimensioned and positioned to 
engage the interior wall portions of the blood vessel to minimize collapse and attain a 
helical flow pattern (Figure 16) wherein the extending ridge defines a lateral opening 
(56) and the ridge defines a further lateral channel (212) formed thereon. 

Lotito et al. meets the claim limitations as described above except for a plurality 
of channels. 

In cases like the present, where patentability is said to be based upon particular 
chosen dimensions or upon another variable recited within the claims (plurality of lateral 
channels), applicant must show that the chosen variable is critical. As such, the 
claimed variable appears to be an obvious matter of engineering design choice and 
thus, while being a difference, does not serve in any way to patentably distinguish the 
claimed invention from the applied prior art see In re Woodruff, 919 F.2d 1575, 1578, 16 
USPQ2d 1934, 1936 (Fed. Cir. 1990); In re Kuhle, 526 F2d. 553, 555, 188 USPQ 7, 9 
(CCPA1975). 
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At the time of the invention, it would have been obvious to add additional lateral 
channels to aid in the flow redirected profile and break up clots (col 10, In 4-25). The 

j 

references are analogous in the art and with the instant invention; therefore, a 
combination is proper. Therefore, one skilled in the art would have combined the 
teachings in the references in light of the disclosure of Lotito et al. 

Claim Rejections - 35 USC § 103 
Claims 4, 10-12 and 19 are rejected under 35 U.S.C 103(a) as being 

unpatentable over Lotito et al. in view of Mahurkar (5,374,245). Lotito et al. meets the 

■ 

claim limitations as described above except for multiple lumens and ports disclosed in 
the wall elements. 

Regarding claims 4, 10-12 and 19, Mahurkar teaches an elongated body with 
multiple ports, lumens, walls and ridges that extend from the walls such that distance of 
the ridges and lumens is configured to support a vessel wall in the manner claimed 
(Figures 18-21). 

At the time of the invention, it would have been obvious to use the additional 
lumens and side holes of Mahurkar with the system of Lotito et al. because the addition 
of the additional lumens and the plural side holes allows for additional flow through the 
catheter and additional lumens for drug delivery. Moreover it would have been obvious 
to one having ordinary skill in the art at the time the invention was made to add 
additional lumens, since it has been held that mere duplication of the essential working 
parts of a device involves only routine skill in the art, see St. Regis Paper Co. v. Bemis 
Co., 193 USPQ 8 (CA7 1977). 
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Both references are analogous in the art and with the instant invention; 
therefore, a combination is proper. Therefore, one skilled in the art would have 
combined the teachings in the references in light of the disclosure of Mahurkar. 

Claim Rejections - 35 USC § 103 

Claims 6 and 16 are rejected under 35 U.S.C 103(a) as being unpatentable over 
Lotito et al. Lotito et al. meets the claim limitations as described above except for the 
ridge angle of less than 90 degrees. 

Regarding claims 6 and 1 6, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to construct the catheter with a ridge 
angle of less than 90 degrees, since it has been held the variations in shape were a 
matter of choice and only involves routine skill in the art. See In re Dailey, 357 F.2d 
669, 149 USPQ (CCPA 1966). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher D. Koharski whose telephone number is 
571-272-7230. The examiner can normally be reached on 7:30am to 4:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nick Lucchesi can be reached on 571-272-4977. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/634,111 



Page 6 



Art Unit: 3763 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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